United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTice 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

AlexandriQ, Virginia 223 13-1450 
www, uspto.gov 


APPLICATION NO. 

FILING DATE 

FIRST NAMED INVENTOR 

ATTORNEY DOCKET NO. 

CONFIRMATION NO. 

09/423,037 

02/22/2000 

DAVID MICHAEL HEERY 

PM264015 

6259 


28120 7590 12/28/2004 

ROPES & GRAY LLP 

ONE INTERNATIONAL PLACE 

BOSTON, MA 02110-2624 


EXAMINER 


MCKELVEY. TERRY ALAN 


ART UNIT 


PAPER NUMBER 


1636 

DATE MAILED: 12/28/2004 


Please find below and/or attached an Office coimnunication concerning this application or proceeding. 


PTO-90C (Rev. 10/03) 



UNITED STATES DEPARTMENT OF COMMERCE 
U.S. Patent and Trademark Office 

Address: CX3MMISSI0NER FOR PATENTTS 
P.O. Box 1450 

Alexandria, Virginia 2231 3-1450 


APPLICATION NO./ 

FILING DATE 

FIRST NAMED INVENTOR/ 

ATTORNEY DOCKET NO. 

CONTROL NO. 


PATENT IN REEXAMINATION 



EXAMINER 


ART UNIT 


PAPER 


1204 


DATE MAILED: 


Please find below and/or attached an Office communication concerning this application or 
proceeding. 


Commissioner for Patents 

The amendment to the claims filed on 12/23/02 does not comply with the requirements of 37 CFR 1.121(c) (under the mles that were 
in effect on 12/23/02) because the marked-up copy of the claims does not completely correspond to the clean copy of the claims and 
to the previous claims. There are multiple instances of each problem; the following are non-exhaustive samples of the types of lack of 
correspondence between the claims: 1 . The marked-up copy of claim 1 includes a second "iii)" in the second to last line which is not 
present in clean copy of the claim. 2. The marked-up copy of claim 1 lacks "iv)" which was present in the last and only previous 
version of claim 1 (in the last line), without showing deletion of this term. 3. The previous versions of claims 7 and 9 depend on 
claims 1, 2 and 5, but the marked-up copies of the claims lack dependency on claim 2 without showing deletion of the dependency. 4. 
The marked-up copies of claims 7 and 9 include the phrase "any one of which is not present in the clean copies of claims 7 and 9, 
There are likely more instances of non-correspondence between the marked-up, clean, and previous versions of the claims which are 
too numerous to detail here. Because amendments now need to comply with the following rules, a new set of claims that comply with 
the following rules is required in order to be responsive to the instant communication. 

Amendments to the claims filed on or after July 30, 2003 must comply with 37 CFR 1.121(c) which states: 

(c) Claims. Amendments to a claim must be made by rewriting the entire claim with all changes (e.g., additions and 
deletions) as indicated in this subsection, except when the claim is being canceled. Each amendment document that includes a change 
to an existing claim, cancellation of an existing claim or addition of a new claim, must include a complete listing of all claims ever 
presented, including the text of all pending and withdrawn claims, in the application. The claim listing, including the text of the 
claims, in the amendment document will serve to replace all prior versions of the claims, in the application. In the claim listing, the 
status of every claim must be indicated after its claim number by using one of the following identifiers in a parenthetical expression: 
(Original), (Currently amended), (Canceled), (Withdrawn), (Previously presented), (New), and (Not entered). 

(1) Claim listing. All of the claims presented in a claim listing shall be presented in ascending numerical order. 
Consecutive claims having the same status of "canceled" or "not entered" may be aggregated into one statement (e.g., Claims 1-5 
(canceled)). The claim listing shall commence on a separate sheet of the amendment document and the sheet(s) that contain the text of 
any part of the claims shall not contain any other part of the amendment. 

(2) When claim text with markings is required. All claims being currently amended m an amendment paper shall be 
presented in the claim listing, indicate a status of "currently amended," and be submitted with markings to indicate the changes that 
have been made relative to the immediate prior version of the claims. The text of any added subject matter must be shown by 
underlining the added text. The text of any deleted matter must be shown by strike-through except that double brackets placed before 
and after the deleted characters may be used to show deletion of five or fewer consecutive characters. The text of any deleted subject 
matter must be shown by being placed within double brackets if strike-through cannot be easily perceived. Only claims having the 
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' sTafus of "currently amended," or "withdrawn" if also being amended, shall include markings. If a withdrawn claim is currently 
amended, its status in the claim listing may be identified as "withdrawn — currently amended." 

(3) When claim text in clean version is required. The text of all pending claims not being currently amended shall be 
presented in the claim listing in clean version, i.e., without any markings in the presentation of text. The presentation of a clean 
version of any claim having the status of "original," "withdrawn" or "previously presented" will constitute an assertion that it has not 
been changed relative to the immediate prior version, except to omit markings that may have been present in the immediate prior 
version of the claims of the status of "withdrawn" or "previously presented." Any claim added by amendment must be indicated with 
the status of "new" and presented in clean version, i.e., without any underlining. 

(4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim listing with the status of "canceled" or "not 

entered." 

(ii) Cancellation of a claim shall be effected by an instmction to cancel a particular claim number. 
Identifying the status of a claim in the claim listing as "canceled" will constitute an instruction to cancel the claim. 

(5) Reinstatement of previously canceled claim. A claim which was previously canceled may be reinstated only by 
adding the claim as a "new" claim with a new claim number. 


Since the reply filed on 12/23/02 appears to be bona fide, applicant is given a TIME PERIOD of ONE (1) MONTH or THIRTY (30) 
DAYS from the mailing date of this notice, whichever is longer, within which to submit an amendment in compliance with 37 CFR 
1.121 in order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a). 

Certain papers related to this application may be submitted to Art Unit 1636 by facsimile transmission. The faxing of such papers 
must conform with the notices published in the Official Gazette, 1 156 OG 61 (November 16, 1993) and 1 157 OG 94 (December 28, 
1993) (see 37 C.F.R. § 1.6(d)). The official fax telephone number for the Group is 571-273-8300, NOTE: If Applicant does submit a 
paper by fax, the original signed copy should be retained by applicant or applicant's representative. NO DUPLICATE COPIES 
SHOULD BE SUBMITTED so as to avoid the processing of duplicate papers in the Office. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent Application Information 
Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. 
When calling please have your application serial or patent number, the type of document you are having an image problem with, the 
number of pages and the specific nature of the problem. The Patent Electronic Business Center will notify applicants of the resolution 
of the problem within 5-7 business days. Applicants can also check PAIR to confirm that the problem has been corrected. The 
USPTO's Patent Electronic Business Center is a complete service center supporting all patent business on the Internet. The USPTO's 
PAIR system provides Internet-based access to patent application status and history information. It also enables applicants to view the 
scanned images of their own applicarion file folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 

Any inquiry concerning rejections or objections in this communication or earlier communications from the examiner should be 
directed to Terry A. McKelvey whose telephone number is (571) 272-0775. The examiner can normally be reached on Monday 
through Friday, except for Wednesdays, from about 7:30 AM to about 6:00 PM. A phone message left at this number will be 
responded to as soon as possible (i.e., shortly after the examiner returns to his office). If attempts to reach the examiner by telephone 
are unsuccessfril, the examiner's supervisor, Dr. Remy Yucel can be reached at (571) 272-078 1 . 


TERRY MCKELVEY 
PRIMARY EXAMINER 
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